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DETAILED ACTION 

1 . This office action is in response to communication filed on 06/27/2003. 

2. . Claims 1-37 and 86-106 are presented for examination. 

3. Claims 1-37 are canceled. 

4. Claims 86-106 are pending. 

Double Patenting 

5. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thohngton, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
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double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

6. Claim 86 is rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 5, 7, 9, 10, and 12 of prior U.S. Patent No. 
6,282,573. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because claim 86 is just a combination of combination of claims 
5, 7, 9, 10, and 12 of U.S. Patent No. 6,282,573. 

It would have been obvious for one skilled in the art at the time of the invention to 
combine all the teachings of the individual claims 5, 7, 9, and 12 to claim 10 of U.S. 
Patent No. 6,282,573 in order to implement an e-learning method with metering usage 
of users for billing purposes. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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8. Claim 86 is rejected under 35 U.S.C. 103(a) as being unpatentable over Wiser 
(US 6,385,596, hereafter Wiser), in view of Schell et al. (US 6,477,648, hereafter 
Schell). 

9. For claim 86, Wiser discloses a method for managing content in a shared use 
operating environment (abstract), the shared use operating environment including a 
registration server (fig. 1B media licensing center 110), a content server connectable by 
a network link to the registration server (fig. 1B content manager 112), and a client 
workstation connectable by a client-server network communications link to the content 
server (fig. 1A, client system 126 linked to content manager 112 of fig. 1B), the method 
comprising the steps of: 

■ registering a user at the registration server, thereby characterizing the user as a 
registered user (col. 4 lines 13-14); 

■ reserving a particular piece of courseware content for a particular registered user 
(fig. 9AB, request reservation 916); 

■ receiving at the content server a request by the registered user for access to 
content which contains at least one previously treated critical portion (col. 9, lines 
25-28 and 56-60, delivery server receives requests with a preset consumer 
certificate); 

■ authenticating the request (fig. 9BA, authenticate consumer certificate with 
receipt 946) 
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■ serving at least the critical portion over the client-server network communications 
link for presentation to the registered user at the client workstation (col. 9 lines 
60-67); 

■ metering usage of the content by the registered user (col. 4 lines 51-67, the 
voucher specifies the media being purchased); 

■ monitoring the client-server network communications link (fig. 6A, fig. 7A, 
processes on link between web browser 128 and media licensing center 110 or 
between web browser 128 and content manager 1 12 are monitored); 

■ downloading at least one non-critical portion of the content to the client 
workstation at least two hours before serving the critical portion (col. 3 lines 55- 
62, low quality media can be previewed anytime which can one or two hours 
before a purchase the high fidelity version, which involves authorization); 

■ presenting the registered user with an invoice for usage of the content (col. 5 
lines 4-6). 

Wiser does not disclose: 

■ disabling caching and other disk writes to prevent a copy of the critical portion of 
the content from being created on nonvolatile storage at the client workstation; 

However, Schell discloses: 

■ disabling caching and other disk writes to prevent a copy of the critical portion of 
the content from being created on nonvolatile storage at the client workstation 
(col. 2 lines 43-44 and 56-59, disable write to prevent loading or copying of 
unauthorized sources); 
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Therefore , it would have been obvious for one skilled in the art at the time of the 
invention to combine the teachings of Wiser and Schell in order to disable write to 
prevent license information being sent and received or copied at the client's computer 
(Schell, col. 2 lines 56-59) 

10. Claim 87-106 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Salesky et al. (US 6,343,313, hereafter Salesky), in view of Wiser. 

11. For claim 87, Salesky discloses a method for managing content in an operating 
environment that includes peer-to-peer nodes which perform as content servers and/or 
clients (abstract), the method comprising the steps of: 

■ registering users (col. 2 lines 8-15); 

■ checking user passwords to prevent unregistered users from receiving content 
services (col. 2 lines 8-15); 

Salesky does not disclose : 

■ receiving at a node a request by a registered user for access to content which 
contains at least one previously treated critical portion; and 

■ serving at least the critical portion over a network communications link to a peer 
node for presentation to the registered user. 

However, Wiser discloses: 
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■ receiving at a node a request by a registered user for access to content which 
contains at least one previously treated critical portion (col. 9 t lines 25-28 and 56- 
60, delivery server receives requests with a preset consumer certificate); and 

■ serving at least the critical portion over a network communications link to a peer 
node for presentation to the registered user (col. 9 lines 60-67). 

Therefore , it would have been obvious for one skilled in the art at the time of the 
invention to combine the teachings of Salesky and Wiser in order to send and 
receive licensed content as described by Wiser in a conferencing system of Salesky 
to provide Salesky's system with features such as copyright and intellectual property 
protection. 

12. For claim 88, Salesky-Wiser discloses the invention substantially as described in 
claim 87. Salesky-Wiser further discloses the serving step serves digital content that 
contains at least one musical recording (Wiser, abstract). 

13. For claim 89, Salesky-Wiser discloses the invention substantially as described in 
claim 87. Salesky-Wiser further discloses the serving step serves digital content that 
contains visual images (Salesky, col. 3 lines 24-26). 

14. For claim 90, Salesky-Wiser discloses the invention substantially as described in 
claim 87. Salesky-Wiser further discloses the serving step serves video content 
(Salesky, col. 3 lines 30-33). 
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1 5. For claim 91 , Salesky-Wiser discloses the invention substantially as described in 
claim 87. Salesky-Wiser further discloses the method delivers content by synchronous 
sharing (Salesky, col. 3 lines 42-50). 

16. For claim 92, Salesky-Wiser discloses the invention substantially as described in 
claim 91 . Salesky-Wiser further discloses the method comprises video conferencing 
(Salesky, col. 3 lines 42-50). 

17. For claim 93, Salesky-Wiser discloses the invention substantially as described in 
claim 87. Salesky-Wiser further discloses the method delivers content in a real-time 
manner (Salesky, col. 3 lines 42-50). 

1 8. For claim 94, Salesky-Wiser discloses the invention substantially as described in 
claim 87. Salesky-Wiser further discloses the method delivers content in an interactive 
manner (Salesky, col. 3 lines 42-50, video conference is an interactive application). 

19. For claim 95, Salesky-Wiser discloses the invention substantially as described in 
claim 87. Salesky-Wiser further discloses the critical portion comprises encrypted 
content (Wiser, col. 7 lines 27-30). 
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20. For claim 96, Salesky-Wiser discloses the invention substantially as described in 
claim 87. Salesky-Wiser further discloses the critical portion comprises compressed 
content (Wiser, col. 7 lines 20-25). 

21 . For claim 97, Salesky-Wiser discloses the invention substantially as described in 
claim 87. Salesky-Wiser further discloses the critical portion comprises licensed content 
(Wiser, col. 10 lines 18-24). 

22. For claim 98, Salesky-Wiser discloses the invention substantially as described in 
claim 87. Salesky-Wiser further discloses the critical portion comprises content that is 
compressed and encrypted (Wiser, col. 7 lines 20-30). 

23. For claim 99, Salesky-Wiser discloses the invention substantially as described in 
claim 87. Salesky-Wiser further discloses the step of disabling use of at least a portion 
of the content after an expected security handshake is not received (Salesky, col. 10 
lines 23-36, audio image data can only be used after being authenticated using public- 
private keys). 

24. For claim 100, Salesky-Wiser discloses the invention substantially as described 
in claim 87. Salesky-Wiser further discloses the step of downloading at least a portion of 
the content to a peer node at least one hour before the serving step (Salesky, col. 9 line 
64-col. 10 line 7, prerecorded audio conference for playback some time later). 
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25. For claim 101 , Salesky-Wiser discloses the invention substantially as described 
in claim 87. Salesky-Wiser further discloses the method moves content to peer nodes in 
response to anticipated requests from users (Salesky, col. 9 line 64-col. 10 line 7, 
anticipated requests are requests for a prerecorded session). 

26. For claim 102, Salesky-Wiser discloses the invention substantially as described 
in claim 87. Salesky-Wiser further discloses the method moves content to peer nodes in 
response to actual requests from users (Salesky, col. 7 line 66-col. 8 line 10, attendee 
sends a command to conference server to obtain the latest image information). 

27. For claim 103, Salesky-Wiser discloses the invention substantially as described 
in claim 87. Salesky-Wiser further discloses the method operates in conjunction with a 
license enforcement software program executing on a client node (Wiser, col. 10 lines 
13-16). 

28. For claim 104, Salesky-Wiser discloses the invention substantially as described 
in claim 87. Salesky-Wiser further discloses the method tracks content use in order to 
create records on which invoices are at least partially based (Wiser, col. 9 lines 40-52). 

29. For claim 105, Salesky-Wiser discloses the invention substantially as described 
in claim 87. Salesky-Wiser further discloses the method tracks content location and 
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determines whether content is already resident on a peer node at or near a location at 
which content is requested (Salesky, fig. 10A t client 18(a) requests for conference 
content from server 14(c), which queries server 14(b), then 14(a) for conference 
content). 

30. For claim 106, Salesky-Wiser discloses the invention substantially as described 
in claim 87. Salesky-Wiser further discloses only authenticated network users are able 
to access the content (Salesky, col. 2 lines 8-15). 

Conclusion 

31 . . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

32. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hieu T. Hoang whose telephone number is 571-270- 
1253. The examiner can normally be reached on Monday-Thursday, 8 a.m. -5 p.m., 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bunjob Jaroenchonwanit can be reached on 571-272-3913. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. i 
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